
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/667,425 



09/23/2003 



25944 7590 07/01/2005 

OLIFF & BERRIDGE, PLC 
P.O. BOX 19928 
ALEXANDRIA, VA 22320 



Tokunori Kato 



117279 



3122 



EXAMINER 



WOO, STELLA L 



ART UNIT 



PAPER NUMBER 



2643 

DATE MAILED: 07/01/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



l/fffut? AtulfCJ/f OUHHIIcif y 


Application No. 

10/667,425 


Applicant(s) 

KATO ET AL. 


Examiner 

Stella L Woo 


Art Unit 

2643 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -■ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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10) H The drawing(s) filed on 13 February 2004 is/are: a)H accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1, 3, 6, 13, 15, 18-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Chang et al (US 2002/0164003, hereinafter "Chang"). 

Regarding claim 1, Chang discloses an IP telephone apparatus (telephone 130; Figures 
9A, 9B) having a telephone calling function (analog telephone circuit 136) and a network calling 
function (switching circuitry 137 includes SLIC 36, CODEC 37 and interface 38 for handling an 
Internet-based telephone call), the IP telephone apparatus comprising: 

a calling function detection unit (button 134 is used to toggle between an Internet-based 
telephone call and a PSTN network telephone call; paragraphs 72, 75-76); and 

a calling function notification unit (LED lights 135 indicate whether the phone is set for 
PSTN or Internet-based telephony service; Figure 72). 

Regarding claim 3, 6, 15, 18-19, telephone 130 includes one LED to indicate Internet- 
mode and a second LED to indicate PSTN-mode (Figure 9A). 

Regarding claim 13, Chang additionally provides for a computer (PC 14). 

3. Claims 1-5, 8, 1 1-17, 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Jones et al. (US 6,404,764, hereinafter "Jones") 
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Regarding claims 1, 4, 13, 16, 19, Jones discloses an IP telephone apparatus (telephony 
subsystem 34; Figure 5) having a plurality of types of calling functions including a telephone 
calling function (POTS interface 40) and a network calling function (IP telephony interface 44), 
the IP telephone apparatus comprising: 

a calling function detection unit (incoming call handler detects whether a PSTN-based 
call or a VoIP-based call is received; col. 6, lines 1-18); and 

a calling function notification unit (DTMF detection and call progress generator 52 
informs the user whether the incoming call is a PSTN-based call or a VoIP-based call via a 
distinctive ringing cadence; col. 6, lines 19-29). 

Regarding claims 2, 14, when a calling request is being made, DTMF detection and call 
progress generator 52 detects which calling function is selected based on the presence or absence 
of a sequence of predetermined signals (e.g. the "*#" keys) (col. 9, lines 27-41); and 

when an incoming call is made, the DTMF detection and call progress generator 52 
detects which calling function is selected (DTMF detection and call progress generator 52 
informs the user whether the incoming call is a PSTN-based or VoIP-based call via a distinctive 
ringing cadence; col. 6, lines 19-29). 

Regarding claims 3, 15, telephone handset 30 displays caller identification information 
which would indicate a VoIP-based telephone call (col. 10, lines 48-55). 

Regarding claims 5, 17, when a calling request is being made, a slightly modified dial 
tone indicates an Internet-based call can be made, and a PSTN supplied dial tone indicates that 
only a POTS telephone call can be made (col. 5, lines 54-67). 
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Regarding claims 8, 1 1, Jones provides for a slave device (wireless handset 30; col. 9, 
line 66 -col. 10, line 38). 

Regarding claim 12, Jones provides for simultaneous VoIP-based and PSTN-based 
telephone calls (col. 5, liens 1-53). 

Regarding claim 13, Jones provides for a computer (system controller 32 is a standard 
microprocessor-controlled computer system; col. 3, lines 20-24). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 6, 9, 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jones in 
view of Chang. 

Jones differs from claims 6, 18 in that it does not specify two separate display units to 
indicate a network telephone operation and a general telephone operation. However, Chang 
teaches the desirability of providing a first LED to indicate an Internet telephony mode and a 
second LED to indicate a PSTN telephone mode (Figure 9A; paragraph 72) such that it would 
have been obvious to an artisan of ordinary skill to incorporate such LED display indicators, as 
taught by Chang, within the system of Jones in order to continually indicate which network is 
connected. 

Regarding claim 9, Chang teaches that each of the cordless handset 132 and base station 
131 includes a button 134 for toggling between the PSTN and Internet-based telephone service 
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such that it would have been obvious to an artisan of ordinary skill to incorporate the two 
indicator LEDs 135 on the handset as well so that a user is informed of the telephone mode while 
using the handset away from the base station. 

6. Claims 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jones in 
view of Chang, as applied to claims 6 and 9 above, and further in view of Messel et al. (US 
2004/0204 125, hereinafter "Messel"). 

The combination of Jones and Chang differs from claims 7 and 10 in that it does not 
specify using different lighting colors. However, Messel teaches the well known use of different 
backlight colors to indicate particular events (paragraphs 22, 41, 49) such that it would have been 
obvious to an artisan of ordinary skill to incorporate the use of different backlight colors, as 
taught by Messel, within the combination of Jones and Chang as another means of indicating the 

s 

different telephone modes . 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Wu et al., Shih et al., Tan et al., Miura et al., Lim, Ishida et al. show other telephone 
devices which switch between PSTN and Internet telephony. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stella L. Woo whose telephone number is (571) 272-7512. The 
examiner can normally be reached on Monday-Tuesday, Thursday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (571) 272-7499. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Stella L. Woo 
Primary Examiner 
Art Unit 2643 



